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NON-FINAL REJECTION 

The rejection over Maggs is withdrawn in view of the argument presented in the Appeal 
Brief filed 12/11/06. 

Claim Rejections 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless ~ 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this or a foreign 
country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on sale in this 
country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed in the United States 
before the invention by the applicant for patent or (2) a patent granted on an application for patent by another filed in the United States 
before the invention by the applicant for patent, except that an international application filed under the treaty defined in section 351(a) 
shall have the effects for purposes of this subsection of an application filed in the United States only if the international application 
designated the United States and was published under Article 21(2) of such treaty in the English language. 

Claim 6 is rejected under 35 USC 102 (a) as being unpatentable over Boyle et al 
(Pub No. US 2002/0170891, S/N=10/102,703). 

As the best construed, Boyle et al disclose in Figures A-B and 1-2 a device comprising: 

- a substrate (Si) having a feature (slot), the feature extending into the substrate (Si) and within 
the substrate along an axis, where a cross-section of the feature taken transverse the axis has an 
upper terminus (top) proximate a first substrate surface, the upper terminus having a first profile 
(Figure A); and 

- where the upper terminus (top) is formed to have a second profile different from the first profile 
and where the feature comprises a fluid-handling slot (Figure B). 



V 
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Noted that the limitations of the steps "a first process that removes substrate material 
from the substrate and a second different process that removes additional substrate material from 
the substrate and also removes debris created by the first substrate removal process" are not given 
patentable weight since the claim is a product by process claim that is a product claim, the 
product-by-process claim is not limited to the manipulations of the recited steps, only the 
structure implied by the steps that are not evident and that the product itself does not depend on 
the process of making it, see MPEP 2113 Produc-by- Process claims. In re Marosi, 218 USPQ 
289, 292 (FedCir. 1983). 

Claims 6 and 34-38 are rejected under 35 USC 102 (b) as being anticipated by Baughman et al. 
(US Pat. 5,608,436). 

Baughman et al. disclose in Figures 4A-6D an ink jet print head comprising: 

- a substrate (12) having a feature, the feature extending into the substrate (12) and within 

the substrate along an axis, where a cross-section of the feature taken transverse the axis has an 
upper terminus proximate a first substrate surface (12a), the upper terminus having a first profile 
(Figures 4A-4B); 

- where the upper terminus is formed to have a second profile different from the first profile and 
where the feature comprises a fluid-handling slot (18). (Figures 4C-4D); 

- a substrate (12) comprising at least a first substrate surface (12a) and a second substrate surface 
(12b) (Figure 4C); 

- a fluid-handling slot (18) formed and extended through the substrate (12) between the 
first substrate surface (12a) and the second substrate surface (12b) (Figure 4D); 

- an orifice layer (22) positioned over the first substrate surface (12a), the orifice layer (22) 
having multiple firing nozzles (20) formed therein, at least some of the nozzles (22) being in fluid 
flowing relation with the fluid-handling slot (18) (Figure 4D); and 

- a print cartridge (not shown) comprising, at least in part, the fluid-ejecting device a substrate 
(12) for supporting overlying layers (22, 17, 26) (Figure 4D). 
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Noted that the limitations of the steps "a first process that removes substrate material 
from the substrate; a second different process that removes additional substrate material from the 
substrate and also removes debris created by the first substrate removal process; where the first 
substrate removal process comprises using a laser and the second substrate removal process 
comprises using abrasive particles; wherein at least one of the first substrate surface and the 
second substrate surface being processed by at least one of the removal processes prior to the 
orifice layer being positioned over the first substrate surface, at least in part, to reduce an 
incidence of debris occluding ink flow through individual nozzles; wherein the fluid-handling slot 
is formed utilizing three distinct substrate removal processes; and wherein the fluid-handling slot 
is formed utilizing at least one substrate removal process directed at the first substrate surface and 
at least two different substrate removal processes directed at the second substrate surface" are not 
given patentable weight since the claims are product by process claims that are product claims, 
the product-by-process claims are not limited to the manipulations of the recited steps, only the 
structure implied by the steps that are not evident and that the product itself does not depend on 
the process of making it, see MPEP 2113 Produc-by- Process claims. In re Marosi, 218 USPQ 
289, 292 (FedCir. 1983). 

Claims 6 and 34-38 are rejected under 35 USC 102 (e) as being anticipated by Hall et al. (US 
Pat. 6,902,867). 

Hall et al discloses in Figures 2-28 an ink jet printhead comprising: 

- a substrate (32 or 150) having a feature (14 or 170) , the feature extending into the substrate 

- (32 or 150) and within the substrate along an axis, where a cross-section of the feature taken 
transverse the axis has an upper terminus proximate a first substrate surface, the upper terminus 
having a first profile (Figures 2 and 27); 

- where the upper terminus is formed to have a second profile different from the first profile and 
where the feature comprises a fluid-handling slot (14 or 170) (Figures 2 and 28); 

- a substrate (32) comprising at least a first substrate surface (top) and a second substrate surface 
(bottom) (Figure 2); 
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- a fluid-handling slot (14) formed and extended through the substrate (32) between the first 
substrate surface (top) and the second substrate surface (bottom) (Figure 2, (column 7); 

- an orifice layer (36) positioned over the first substrate surface (top), the orifice layer (36) 
having multiple firing nozzles (40) formed therein, at least some of the nozzles (40) being in 
fluid flowing relation with the fluid-handling slot (14) (Figure 2); and 

- a print cartridge (28) comprising, at least in part, the fluid-ejecting device (26) (Figure 2); and 
a substrate (32) for supporting overlying layers (34, 36) (Figure 2). 

Noted that the limitations of the steps u a first process that removes substrate material 
from the substrate; a second different process that removes additional substrate material from the 
substrate and also removes debris created by the first substrate removal process; where the first 
substrate removal process comprises using a laser and the second substrate removal process 
comprises using abrasive particles; wherein at least one of the first substrate surface and the 
second substrate surface being processed by at least one of the removal processes prior to the 
orifice layer being positioned over the first substrate surface, at least in part, to reduce an 
incidence of debris occluding ink flow through individual nozzles; wherein the fluid-handling 
slot is formed utilizing three distinct substrate removal processes; and wherein the fluid-handling 
slot is formed utilizing at least one substrate removal process directed at the first substrate 
surface and at least two different substrate removal processes directed at the second substrate 
surface" are not given patentable weight since the claims are product by process claims that are 
product claims, the product-by-process claims are not limited to the manipulations of the recited 
steps, only the structure implied by the steps that are not evident and that the product itself does 
not depend on the process of making it, see MPEP 2113 Produc-by- Process claims. In re 
Marosi, 218 USPQ 289, 292 (Fed.Cir.1983). 

Response to Applicant's Arguments 

The applicant's arguments over Maggs in the Appeal Brief is persuasive without traverse. 
The applicant argues that Boyle does not teach a second different process that removes 
additional substrate material. The argument is not persuasive because this step is not given a 
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patentable weight since the Product-by Process claims are not limited to the manipulations of 
the recited steps, only the structure implied by the steps that are not evident, see MPEP 2113 
Product-by Process Claims. In re Marosi, 218 USPQ 289, 292 (Fed.Cir.1983). 
The applicant argues Hall does not teach a first substrate removal process or a substrate 
surface processed to reduce an incidence of debris. The argument is not persuasive because 
this step is not given a patentable weight since the Product-by Process claims are not limited 
to the manipulations of the recited steps, only the structure implied by the steps that are not 
evident, see MPEP 2113 Product-by Process Claims. In re Marosi, 218 USPTQ 289, 292 
(Fed.Cir.1983). 

CONCLUSION 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Examiner Anh Vo whose telephone number is (571) 272-2262. 
The examiner can normally be reached on Monday to Friday from 9:00 A.M.to 5:30 P.M.. 
The fax number of this Group 2861 is (571) 273-8300. 




March 21, 2007 



